30. (Amended Once) The method according to claim 23 wherein ^ said first part includes 
one or more amine reactive resins blended with the one or more polyisocyanates. 

3 1 . (Amended Once) The method according to claim 30 wherein said amine reactive resin is 
diglycidyl ether of bisphenol A or s e l e ct e d from th e group comprising Dipenta-erythritol 
pentaacrylate. 

32. (Previously Added) The method according to claim 23 wherein the mixture is applied 
through heated airless spray equipment. 

33. (Previously Added) The method according to claim 32 wherein said spray equipment 
includes a centrifugal spinning head or self-mixing spray gun assembly. 

34. flS[ew) The method of claim 23 wherein the step of allowing the coating to cure by 
reaction further comprises allowing the coating to cure^eaction of the one or more aromatic 
polyamines and the one or more oligomeric polvamines with the one or more polyisocyanate, the 
coating suitable for contact with drinking water and the coating having a linear shinkage of less 
then 0.040 percent. 

Remarks. 

In the Office Action of April 7, 2003, claims 23-33 stand rejected. In this amendment, claims 
23, 24, 25, 27, 30, and 31 have been amended and claim 34 has been added. Reconsideration 
and allowance of all pending claims are respectfully requested in view of the following remarks. 

A. Specification Obj ections 

The Examiner objected to various misspellings in the specifications. These have been 
fixed in this amendment. 

B. Claim Objections 



Application No. 09/781,596 



The Examiner objected to various misspellings in the claims. These have been fixed in 
this amendment. 

C. Section 112 rejections 

Claims 24, 25, 27 and 31 stand rejected under 35 U.S.C. § 1 12 as being indefinite for 
improper Markush claims. These have been fixed in this amendment. 

D. Section 103 rejections 

Claims 23-33 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over EP 
0431 728 Al (hereinafter the EP '728) in view of EP 0 936 235 Al (hereinafter EP '235). The 
Examiner argues that EP '728 discloses all of the invention except for use in water pipelines, 
which would be obvious in light of EP '235. 

To establish a prima facie case of obviousness under 35 U.S.C. § 103, three requirements 
must be met. First, there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art, to modify 
the reference or to combine reference teachings. Second, there must be a reasonable expectation 
of success. Finally, the prior art reference (or references when combined) must teach or suggest 
all the claim limitations. (M.P.E.P. 2143). 

The combination of the coating from EP '728 and the application method of EP '235 fails 
to teach or suggest all claim limitations. For example, the combination of the coating of EP 
'728 and the spraying on pipelines as disclosed in EP '235 fails to disclose, teach or suggest " the 
coating suitable for contact v^th drinking water ". EP '728 is drawn to coating substrates wdth 
abrasive resistant coatings. The coating of EP '728 comprises an isocyanate component, an 
amine terminated polyoxyalkylene component a chain extender and chemically sized filler 
particles. The filler particles are what gives the coating the abrasive resistance. (Page 3, lines 1- 
8 of EP '782). The sizing agent helps to bond the filler with the coating. The prior art must be 
considered in its entirety. (MPEP 2141 .02). Nothing in EP '728 indicates it can be used in 
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drinking water pipes or that it has been tested in drinking water pipes. EP '235 does not solve 
this problem. All EP '235 discloses is that the chemical composition disclosed in its own 
disclosure has been tested and is suitable for use in water pipes. By even if the Examiner is 
correct that the chemicals used in the '728 patent are similar to those of the '235 patent the entire 
formulation is not the same because the '235 patent does not disclose the use of filler material or 
chemical sizing, both of which could have a detrimental effect on drinking water quality or the 
ability of the coating to stay together in water. For example, if the filler material was to get into 
the water supply it could have a detrimental effect on the water quality. The chemical sizing 
could be toxic in water. The addition of these chemicals to the coating material might make the 
coating soluble in water or at least reduce its adherence in water. Thus, it is not enough for the 
Examiner to argue that the coating can be sprayed into pipes, it must be shown that the entire 
formulation of EP '728 is "suitable for contact with drinking water", as disclosed in Claim 24, as 
amended. Without evidence that the coating of EP '728 is safe for use in drinking water pipes, 
the rejection cannot be sustained. 

Claims 24-33 depend from allowable claim 23. Therefore, claims 24-33 are in condition 
for allowance. 

New claim 34 recites, in part, wherein "the coating having a linear shrinkage of less then 
0.040 percent". This limitation is found neither in EP '728 or EP '235 nor in a combination of 
the two. Therefore the proposed combination does not disclose, teach or suggest the limitations 
of claim 34. Claim 34 is, therefore, allowable. 
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Conclusion 



The Examiner is invited to telephone the undersigned at the telephone number listed 
below if it would in any way advance prosecution of this case. Although no additional fees are 
believed due, Applicant hereby petitions for any extension of time which may be required to 
maintain the pendency of this case, and any required fee, except for the Issue Fee, for such 
extension is to be charged to Deposit Account No. 19-3878. 



SQUIRE, SANDERS & DEMPSEY L.L.P. 

Two Renaissance Square 

40 North Central Avenue, Suite 2700 

Phoenix, Arizona 85004-4498 

(602) 528-4166 

#226350vl 



Respectfully submitted. 



July 9. 2003 
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Alexander B. Ching 
Reg. No. 41,669 



Application No. 09/781,596 



